United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED IXA'EXTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/506,644 



Dorothee Hoischen 



84331 7590 02/17/2010 

Baker Donelson Bearman, Caldwell & Berkowitz, PC 
555 Eleventh Street, NW, Sixth Hoor 
Washington, DC 20004 



CS8336fl.eA 35,861 



KLINKEL, KORTNEY L 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJtSiVrXS nvrliyjts OUff Iff fcff Jr 


Application No. 

10/506,644 


Applicant(s) 

HOISCHEN ET AL. 


Examiner 

Kortney L. Klinkel 


Art Unit 
1611 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 30 November 2009 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Acknowledgement is made of tine remarl<s/amendments filed 11/30/2009. Claims 
18-50 are pending in the instant Office action. Claims 22-41, 43-47 and 49-50 remain 
withdrawn for being directed to a non-elected invention. Claims 18-21, 42 and 48 are 
under consideration in the instant Office action. 

As per MPEP 803.02, the Examiner will determine whether the entire scope of 
the claims is patentable. Applicants' elected species compound 2, of Table I on page 78 
of the specification makes a contribution over the prior art, as noted in the first action on 
the merits dated 1 1/5/2008. The Examiner has extended the search to the full scope of 
compounds encompassed by formula (I), as currently amended in claim 18. These 
compounds make a contribution over the prior art teachings. Claims 18-21, 42 and 48 
have been examined in full in the instant Office action. 



Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 18-21, 42 and 48 are rejected under 35 U.S.C. 101 because the claimed 
invention lacks patentable utility. The claims lack utility because the specification has 
not demonstrated that the claimed compound of formula (I), and composition comprising 
the like has any use. Because the compound has no utility, the process of preparing a 
pesticide of claim 48, which depends on independent claim 18 also lacks utility. The 
specification prophetically states that "the compounds according to Preparation 
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Examples 2, 4, 5 and 6 exhibit strong activity against weeds, and some of them are 
tolerated well by crop plants, such as, for example, maize and soya beans." but there is 
no support for this prophetic statement. See pages 158-159 of the instant specification, 
Examples A and B. It is noted that these pages make references to "the figures" (see 
lines 22 and 21 respectively), however no figures have been filed in the application. 

Claim Rejections - 35 USC §112 1^* Paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 18-21, 42 and 48 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to use the invention. The 
claims are directed to a novel compound of formula (I), a composition comprising the 
like and a method of preparing a pesticide by mixing one or more compounds of formula 
(I) with one or more extenders and/or surfactants. 

In this regard, the application disclosure and claims have been compared per the 
factors indicated in the decision In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 
(Fed. Cir. 1988). These factors include, but are not limited to: 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 
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(E) The level of predictability in the art; 

(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention 
based on the content of the disclosure. 

All of these factors have been considered with the most relevant ones discusses below. 

The nature of the invention and the breadth of the claims. The claims, as they 
read on to the elected species, are drawn to novel substituted aryl ketones of formula 
(I), as well as a pesticidal composition comprising one or more compounds of formula (I) 
and a method of preparing a pesticide by mixing one or more compounds of formula (I) 
with one or more extenders and/or surfactants. The invention is complex in that the 
compounds of formula (I) are novel composition of matter. The specification alleges 
that these compounds show strong activity against weeds and that some of them are 
tolerated well by crop plants, such as, maize and wheat or soya beans. See pages 158- 
159 of the instant specification. No mention is made of which weeds were examined in 
the studies. 

The state of the prior art and the predictability or lack thereof in the art. The state 
of the prior art is such that it involves screening compounds in order to determine 
whether or not they have the desired activity, which in this case is that of an herbicide. 
There is no absolute predictability even in view of the seemingly high level of skill in the 
art. The existence of these obstacles establishes that the contemporary knowledge in 
the art would prevent one of ordinary skill in the art from accepting that any compound, 
especially a novel compound, is an herbicide on its face. 
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The amount of direction or guidance present and the presence or absence of 
worl<ina examples. Pages 34-65 of the instant specification generally set forth the 
methods for preparing compounds of formula (I). Specific examples 1 and 2 at pages 
75-76 detail the exact method of preparing two compounds of formula (I). Several 
compounds of formula (I) have been made according to these procedures as can be 
seen in Table 1 beginning at page 78, as evidenced by the logP values. Applicant has 
provided sufficient data suggesting how to make the claimed compounds. 

However, the specification alleges that the claimed compounds have utility as 
herbicides, but no data has been provided to substantiate this assertion. Pages 158- 
159 outline the steps one could take to determine whether or not the compounds of 
formula (I) have activity. Example A outlines a pre-emergence test and Example B, a 
post-emergence test. Example A states that preparation examples 2, 4, 5 and 6 exhibit 
strong activity against weeds, and some of them are tolerated well by crop plants such 
as maize and soya beans. Likewise, Example B states that examples 2, 3, 4, and 5 
exhibit strong activity against weeds, and some of them are tolerated well by crop plants 
such as maize and wheat. No mention is made of what or which weeds were studied. 
These same pages refer to "the figures" (see lines 22 and 21 respectively), however, it 
is noted that no figures have been supplied in the application. Accordingly, the 
specification is completely devoid of data. Prophetic statements, such as those 
provided at the bottom of pages 158 and 159 are not considered objective data. 

The quantity of experimentation needed. Given the lack of guidance in the 
instant specification regarding the utility of the claimed compounds, and the fact that the 
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claims are directed to a novel composition of matter, undue trial and error 
experimentation would be required for one of skill to determine if the claimed 
compounds have utility and actually do what applicant alleges they do. Although 
sample test methods are provided, there is no implication that the claimed compound 
was actually tested to show that it in fact has the asserted herbicidal activity. 

Genetech Inc. v. Novo Nordisk A/S (CA FC) 42 USPQ2d 1001, states that "a 
patent is not a hunting license. It is not a reward for search, but compensation for its 
successful conclusion " and "[p]atent protection is granted in return for an enabling 
disclosure of an invention, not for vague intimations of general ideas that may or may 
not be workable", [emphasis added] 

Therefore, in view of the Wands factors discussed above, to practice the claimed 
invention herein, a person of skill in the art would have to engage in undue 
experimentation to determine whether the claimed compounds have any utility, with no 
assurance of success. 

Response to Arguments 

Applicant's arguments filed 11/30/2009 in response to the rejection of claims 
under 35 U.S.C. 101 and 112 1^' paragraph have been fully considered, but are not 
persuasive. First, regarding the rejection under 35 U.S.C. 101, applicant points to 
MPEP paragraph 2107.02 (lll)(A) which states that the Office must accept a disclosure 
of utility in the specification as sufficient unless there is a reason to doubt the truth of the 
statement, and applicant argued that the rejection did not present any reasons. This 
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argument is not persuasive. The claims are directed to a compound of formula I as well 
as a pesticide comprising 1 or more compounds of formula (I) (claim 42) and a process 
of preparing a pesticide comprising mixing one or more compounds of formula (I) (claim 
48). The asserted utility of the compounds of examples 2, 4, 5, and 6 as a herbicide as 
well as compounds of formula (I) is not credible. The specification alleges that the 
claimed compounds have utility as herbicides, but no data has been provided to 
substantiate this assertion. Pages 158-159 outline the steps one could take to 
determine whether or not the compounds of formula (I) have activity. Example A 
outlines a pre-emergence test and Example B, a post-emergence test. Example A 
states that preparation examples 2, 4, 5 and 6 exhibit strong activity against weeds, and 
some of them are tolerated well by crop plants such as maize and soya beans. 
Likewise, Example B states that examples 2, 3, 4, and 5 exhibit strong activity against 
weeds, and some of them are tolerated well by crop plants such as maize and wheat. 
No mention is made of what or which weeds were studied. Accordingly, the 
specification is completely devoid of data. Prophetic statements, such as those 
provided at the bottom of pages 158 and 159 are not considered objective data. As 
such, one of ordinary skill in the art would have no reason to believe that the claimed 
compounds of formula (I) have the alleged utility. 

Regarding both the rejection under 35 U.S.C. 101 and 112 1^' paragraph, 
Applicant argues that the two tables submitted 1 1/30/2009 demonstrate that the claimed 
compounds have both utility and are enabled. This argument is not persuasive. 
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The data submitted was not submitted as a signed declaration. Please see 37 
CFR § 1.132 which states that [w]hen any claim of an application or a patent under 
reexamination is rejected or objected to, any evidence submitted to traverse the 
rejection or objection on a basis not otherwise provided for must be by way of an oath or 
declaration under this section." Furthermore, it is noted that the tables submitted 
contain no description as to what the abbreviations along the top of the tables 
represent. It is suggested that should Applicant decide to submit the data in the tables 
as a declaration under 37 CFR 1.132 that these abbreviations be described. 
Additionally, there is currently no description as to what "In %" refers to in Tables 2A 
and 2B. Information that would also be useful in a declaration is some type of 
description or reference stating that Compounds 1,2,3, etc. correlate to Compounds 1 , 
2, 3, etc. of Table 1 in the Specification as well as a reference or description of the 
experimental procedure used to obtain the data. 

Because it is unclear exactly what the data in the tables represent and because 
the data was not submitted under 37 CFR 1.132, the rejections under 35 USC 101 and 
1 12 1st paragraph are maintained. 

Conclusion 

Claims 18-21 , 42 and 48 are rejected are rejected. No claim is allowed. 

No new ground(s) of rejection were presented in this Office action. Accordingly, 
THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1 .1 36(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action Is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kortney Klinkel, whose telephone number Is (571)270- 
5239. The examiner can normally be reached on Monday-Friday Sam to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmlla Landau can be reached at (571)272-0614. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



KLK 

/Ashwin Mehta/ 

Primary Examiner, Technology Center 1600 



